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EXAMINER'S ANSWER 



This is in response to the appeal brief filed January 8, 2007 appealing 
from the Office action mailed October 10, 2006. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained 
in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or 
judicial proceedings which will directly affect or be directly affected by or 
have a bearing on the Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is 
correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed 
on appeal is correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the 
brief is correct. 

(8) Evidence Relied Upon 

6,065,764 MOSELEY 5-2000 

5,256,457 PANTALEO ET AL 10-1993 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed 
claims: 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 3, 9, 17, 18, and 19 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Moseley, U. S. Patent 6,065,764 in view of 
Pantaleo et al., U. S. Patent 5,256,457. 
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3. Moseley teaches a sanitary cover for a shopping cart handle 
comprising at least one base layer (bottom transparent sheet 22) adapted 
for overlaying the handle 15 of the cart and a substantially transparent top 
layer (top transparent sheet 22) overlaying the base layer (bottom sheet 
22). The sanitary cover taught by Moseley further has a plurality of male 
and female snap members 24 and 26 so that when the cover is wrapped 
around or grips a handle 15 it can be securely maintained. Moseley also 
teaches base and top layers (sheets 22) bear amusing and distracting 
features and indicia for providing and amusing distraction for an infant or 
small child. (See column 6, lines 32-37 and 62-64). 

4. The base and top layer (sheets 22) are integrally connected along the 
edges thereof to define an interior enclosure 32. The enclosure 32 is 
hermetic and watertight and contains a volume of transparent fluid 36. As a 
result, the fluid communication between the exterior of the top layer (sheet 
22) and an interior thereof is substantially prevented. 

5. Although Moseley teaches the sheets bear designs in the form of 
suspension, features and indicia, Moseley does not teach the indicia or 
design between and fixed to one of the top and bottom transparent layers 
22. 
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6. Pantaleo teaches a waterproof cover adapted to grip the top surface 
of a table. The cover having a transparent top sheet 12 and an opaque 
bottom sheet 14 sealed around the edges and a decorative fluid design 
with particles disposed between the sheets. (See column 2, lines 13-17). 
The cover further includes graphics on the bottom sheet 14. (See column 2, 
lines 63-65). Since the bottom sheet 14 is opaque, it is inherent the 
graphics are between the transparent top sheet 12 and the opaque bottom 
sheet. 

7. It would have been obvious to one having ordinary skill in the art at 
the time this invention was made to construct the device taught by Moseley 
with graphics between and affixed to one of the top or bottom sheet as 
taught by Pantaleo to enhance the aesthetic appearance of the device and 
protect the design/indicia from damage or wear. 

8. With respect to claims 17-19, the method limitations are inherent by 
the teaching of Moseley and Pantaleo. 
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Allowable Subject Matter 

Claims 4-8, 10-16 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

(10) Response to Argument 

(A) The appellant argues "the Moseley and Pantaleo patents 
do not properly support the prima facie case of obviousness since 
neither patent provides the requisite suggestion or motivation to 
make the invention of the present application, and therefore the 
rejection of independent claims 1 and 17 under 35 U.S.C. §1 03(a) 
should be reversed". 

The recites "[AJIthough the Examiner characterizes Moseley's volume 
34 containing particles 36 as a "decorative fluid design", the appellant 
argues no other embodiment of a "design" is taught or in any way hinted at 
by Moseley for this structure. The appellant points out the "volume 
34/particles 36" or fluid "design" of Moseley cannot be fixed to either sheet 
22 and absent of this feature, Moseley does not explicitly or inherently 
teach or suggest each and every limitation of claims 1 and 17 of the 
present application. Although the office action makes of record that the 
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Moseley patent does not teach disposing a design between and fixed to at 
least one of a base or top layer. In an attempt to correct this deficiency, the 
Examiner argues that it would have been obvious to construct the Moseley 
device with graphics on the top or bottom sheet as taught by Pantaleo to 
"enhance the aesthetic appearance of the device."" 

The examiner disagrees with the appellant's argument that Moseley 
and Pantaleo patents do not properly support the prima facie case of 
obviousness since neither patent provides the requisite suggestion or 
motivation to make the invention of the present application. Moseley, the 
primary reference, clearly teaches a cover for displaying designs on 
equipment having a handle or gripping end as required in the preamble of 
claims 1 and 1 7. The examiner contents Moseley clearly teaches glitter 
particles and novelty-shaped pieces of brightly colored foil or sheet plastic 
suspended in water, wherein the water is held within the enclosure 34 
defined by the sheets 22. (See column 6, lines 24-28). Moseley further 
teaches the sheets 22 "bear amusing and distracting features and indicia 
for providing an amusing distraction for an infant or small child". (See claim 
1, lines 12-14 or column 6, lines 63-65). Moseley does not specifically 
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teach whether the indicia on the sheets are disposed between and fixed to 
at least one of the base or top layer. 

Pantaleo et al. teaches a device having a similar construction as the 
device taught by Moseley. Specifically, Pantaleo teaches a device 
comprising a transparent top sheet 12 sealed to an opaque bottom sheet 
14 along the edges thereof to retain a volume of water with decorative 
participles therein. (See column 2, lines 11-18). Pantaleo further teaches 
graphics on the lower sheet 14. (See column 2, lines 63-68 and column 3, 
lines 1-2). Since the lower sheet 14 is made of an opaque plastic material, 
it is inherent that the graphic appearing thereon is on the upper or inner 
surface of the lower sheet 14. Specifically this graphic must be disposed 
between and fixed to the upper or inner surface of the lower sheet 14. 

Since both Moseley and Pantaleo clearly teaches fluid filled display 
device having indicia or graphic on one of the top or bottom sheets, the 
examiner maintains Moseley and Pantaleo properly support the prima facie 
case of obviousness. 

(B) The appellant further argues the rejection of claims 1-3, 9, 
and 17-19 under 35 U.S.C. §1 03(a) over the Moseley and Pantaleo 
patents should be reversed, since the secondary Pantaleo reference 
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is non-analogous art and cannot be properly cited in support of the 
rejection. 

In response to applicant's argument that Pantaleo is nonanalogous 
art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the 
particular problem with which the applicant was concerned, in order to be 
relied upon as a basis for rejection of the claimed invention. See In re 
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
the appellant's device comprises top layer fixed to a base layer such that 
fluid communication between the exterior of the top layer and interior 
thereof is prevented, wherein the appellant's device is for displaying a 
design. Similarly, both Moseley and Pantaleo teach devices comprising a 
top layer fixed or sealed to a bottom/base layer such that fluid 
communication between the exterior of the top layer and interior thereof is 
prevented. Specifically, the device taught by Moseley and Pantaleo teach 
the top layer sealed to the bottom layer to retain a liquid therein. Also 
similar to the appellant's device, Moseley and Pantaleo teach 
indicia/graphic on one of the top or bottom layers for displaying a design. 
Further, the device taught by Moseley is for wrapping around and gripping 
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a handle or grip and Pantaleo has a bacl<ing 22 for gripping the support 
surface to prevent slipping, wherein Pantaleo is adapted to overlay a 
gripping end of a sporting equipment. In view of these similarities, the 
examiner maintains that Moseley and Pantaleo are analogous because 
they are reasonably pertinent to the particular problem with which the 
applicant was concerned, specifically a device for displaying a design. In 
addition Moseley and Pantaleo are in the same field of endeavor, which is 
a device having a sealed liquid therein for retaining and display a design. 

Although the applicant argues the present invention is a grip for an 
article of sporting equipment having a gripping end adapted for receiving 
the gripping end therein, these limitations are not recited in claim 1 and 17. 
Claim 1 , for example, merely recited a "grip for displaying a design on 
sports equipment having a gripping end" having "at least one base layer 
adapted for overlaying said gripping end". Nowhere in the claims does the 
appellant recites a grip adapted for receiving the gripping end of the sports 
equipment. Besides for overlapping the gripping end, the appellant does 
not recite other structure describing how the grip interconnects with the 
gripping end of the sporting equipment. 
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The appellant further argues "Pantaleo is directed to an entirely 
different purpose from the present invention, and therefore Pantaleo is not 
reasonably pertinent to the problem solved by the present invention and 
fails the second element of the test for analogous art". The appellant 
contends Pantaleo, the secondary reference, is directed to a child's 
placemat or serving mat which is in stark contrast to the present invention 
of displaying an protecting a design on a grip for sporting equipment and a 
grip affixed to an article of sporting equipment. 

The examiner disagrees. Moseley, the primary reference, clearly 
teaches a cover/grip for a handle, wherein the grip wraps around the 
handle. Moseley also teaches the top and bottom sheet of the cover having 
indicia for providing an amusing distraction for a child. Pantaleo, the 
secondary reference, also teaches a top and bottom sheet having graphics 
for providing an amusing distraction for a child, wherein the Pantaleo 
further teach the graphics is between the sheets and affixed to the bottom 
sheet. The examiner maintains that by placing the graphics on the interior 
surface of the device as taught by Pantaleo, the graphic is preserved 
because it is not subjected to the wear and tear or damage it would be if 
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placed on an exterior surface of the device. This helps enhance the 
aesthetic appearance of the device. 

(C) Finally, the appellant argues "the rejection of claims 1-3, 9, 
and 17-19 under 35 U.S.C. §1 03(a) over the Moseley and Pantaleo 
patents should be reversed, since the Examiner has failed to consider 
the present Invention in its entirety". 

The appellant argues the present invention is directed to a grip for 
sporting equipment, wherein it is critical that a grip for an article of sporting 
equipment not interfere with the users "feel" for the equipment. The 
appellant further argues "to be suitable for its intended purpose, a grip for 
sporting equipment (such as a golf club grip, a tennis racket grip, or for that 
matter a grip for a motorcycle or bicycle handlebar) must not only provide a 
cushioning effect, but also must preserve a secure contact between the 
user's hand and the sporting equipment gripping end. Wherein, preserving 
the element of "feel" allows the user to properly control a golf shot or tennis 
stroke. 

The examiner contends the claimed invention has been considered in 
its entirety. The examiner points out that the appellant does not positively 
recite or claim the grip in combination with the sporting equipment. The 
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appellant does not claim either positively or functionally that the grip 
interacts with the gripping end of the sports equipment so as to preserve a 
secure contact between the user's hand and the sporting equipment 
gripping end. The preamble of claim 1 recites a "grip for displaying a design 
on sports equipment having a gripping end. Claim 1 further recites, "at least 
one base layer adapted for overlaying said gripping end". Similarly, claim 
17 recites a "method for displaying a design on sports equipment having a 
gripping end" and the step of "overlaying said gripping end with at least one 
base layer". 

The examiner maintains Moseley, the primary reference, clearly 
teaches a cover adapted to wrap around the handle or gripping end of a 
cart. The cover taught by Moseley further comprises designs (glitter 
particles 36 and indicia on the sheets 22, claim 1 ) for display on the cover. 
Further, Pantaleo also teaches a device having designs (articles 28, 30, 32 
and graphic on the lower sheet) for display. The device taught is adapted to 
overlay a handle or gripping end of sporting equipment. 

In conclusion, the examiner maintains that prima facie case for 
obviousness has been made and both Moseley and Pantaleo are both 
analogous art to the present invention. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or tlie Board is identified by tlie 
examiner in the Related Appeals and Interferences section of this 
examiner's answer. 

For the above reasons, it is believed that the rejections should be 
sustained. 

Respectfully submitted, 

Cassandra Davis 
Primary Examiner 
Art Unit 361 1 

Conferees: 

Cassandra Davis 
Joanna Silberman 
Meredith Petravick'V. i/9 




